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Opi ni on by Chapman, Adm nistrative Tradenark Judge:

The three applications involved herein were filed on
August 21, 2000 by John M Beanan (a United States citizen)
to register on the Principal Register the marks PAC
(application Serial No. 76/113,622), PAK (application
Serial No. 76/113,623) and PACK (application Serial No.

76/ 113,624), all for “prepackaged nedication” in
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International Class 5. Applicant asserts a bona fide
intention to use the mark in comerce in each application

The Exam ning Attorney has refused registration in
each application under Section 2(e)(1) of the Trademark
Act, 15 U. S.C. 81052(e)(1), on the ground that applicant’s
mar k (PAC or PAK or PACK), when used on applicant’s goods,
is nerely descriptive thereof.

There is a second basis for refusal in each of the
three applications. Specifically, registration has been
refused based on applicant’s failure to conply with a
requirenent for a nore definite identification of goods.

When the requirenent for a nore definite
identification of goods and the refusal to register were
made final, applicant appealed in each application. Both
applicant and the Exami ning Attorney have filed briefs.
Applicant did not request an oral hearing.

In view of the commobn questions of |aw and fact which
are involved in these three applications, and in the
interests of judicial economy, we have consolidated the
applications for purposes of final decision. Thus, we have
i ssued this single opinion.

Turning first to the question of the identification of
goods, the Exami ning Attorney did not accept the original

identification of goods “prepackaged nedication,” and
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suggest ed applicant adopt the following identification, if
accurate: “prepackaged nedication for use in the treatnent
of [indicate condition/illness the goods are used to treat,
e.g., hypertension].”

Appl i cant contends that “prepackaged nedication” is
not in and of itself an indefinite phrase; that because the
Exam ning Attorney found no prior registration or pending
application which mght conflict with applicant’s marks the
suggested l[imtation is unnecessary and unduly restrictive;
and that because each application is based on a bona fide
intention to use the mark and the scope of the goods is
still unclear, if applicant is required to enter the
[imtation it would underm ne the “intent-to-use” provision
of the Trademark Act.

The Exami ning Attorney explained that the specific
i nformati on about the condition or illness medications are
used to treat is required for all pharmaceuticals,
nmedi cations and therapeutic agents; that the particul ar use
and nature of the medications is crucial in determ ning
whet her a likelihood of confusion exists, particularly with
regard to how the goods will be used, for what purpose, and
the channels of trade in which they will travel; that
“medi cations” nust therefore be identified with specificity

in order to avoid the issuance of unnecessary refusals
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under Section 2(d) of the Trademark Act; and that the nore
specific identification required by the Exam ning Attorney
follows United States Patent and Trademark O fice (USPTO or
Ofice) policy as reflected in the “Acceptable

| dentification of Goods and Services Manual” (avail abl e at
the uspto.gov website).?!

Section 1(b)(2) of the Trademark Act, 15 U S.C
81051(b)(2), requires that the witten application specify
t he goods or services on or in connection w th which
applicant intends to use the mark. Trademark Rul e
2.32(a)(6) requires, in relevant part, that a trademark
application nust set forth “the particul ar goods or
services” with which the mark is or wll be used. See
al so, Trademark Rule 2.33(b)(2). Further, the TMEP
8§1402.01 (Third Edition 2002) states that the
identification of goods or services nust be specific and
definite. See anal ogously, TMEP 81402.03(d) (Third Edition
2002) (regarding specificity required with regard to
“conputer prograns”).

It is within the discretion of the USPTO to require

t hat the goods or services be specified with particularity.

! The Examining Attorney’s request that the Board take judicial
notice of this “ID Manual” is granted, but said request is
actual ly unnecessary as the Board is free to consider (if not
obligated to review and consider) such fornalized officia
statements and codifications of Ofice policy.
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See In re Societe CGenerale des Eaux Mnerales de Vittel
S.A, 1 UsSPQd 1296, 1298 (TTAB 1986), rev’'d on other
grounds, 824 F.2d 957, 3 USPQ2d 1450 (Fed. Cir. 1998).

As stated in TMEP 81402.01 (Third Edition 2002): “To
‘specify’ nmeans to nane in an explicit manner. ... The
identification of goods or services nust be specific,
definite, clear, accurate and concise. ...” The above-
menti oned USPTO “1 D Manual ” i ncl udes exanpl es of acceptable
identifications of goods such as “pharmaceutica
preparations, nanmely,...,” “pharnaceutical preparations for
the treatnment of ...,” “allergy nedications,” “pain relief
medi cations,” and “burn relief nedications.”

The O fice requirement for a specific identification
of goods (or services) is not curtailed or mnimzed
because a party files an intent-to-use application. In
fact, in light of intent-to-use based applications, there
is a particular need for all entities to be aware of the
preci se goods and/or services covered by the marks applied
for by applicants. Likewise, the fact that the scope of
applicant’s involved nedications is not yet known, does not
obviate the Ofice’ s requirenent for a specific

identification in all such applications.? Particularly with

21nthe first Office action, the Exam ning Attorney requested
(in each case) informational materials such as pronotional and
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regard to applications for goods such as “pharnaceutical s”
and “nmedi cations” it is clear that the specific use of the
medi cation is required so that the applicant is not
accorded greater rights than those to which he is entitl ed.
The use of a mark for a particular nedication is not
necessarily likely to cause confusion with the use of a
simlar mark for other nedications. However, if applicant
were to obtain a registration for medications w thout any
limtation as to their nature, such a registration could
prevent the registration of a third-party’s mark even

t hough the respective nedications were substantially

di fferent.

Thus, the problemw th applicant’s identification of
goods is that it does not identify applicant’s “prepackaged
medi cations” with any specificity (i.e., “prepackaged
nedi cations, for the treatnment of ...). Wile it is true
that the word “nedi cations” is not unclear in the sense of
its commonly understood English neaning, it is however also
true that the termis unclear and inprecise in the context

of the identification of goods in a trademark application.

advertising materials. Applicant responded (in each case) that
his attorney would determine if such materials existed and if so,
they would be filed “in the near future.” No such materials were
ever submitted in any of these three applications. However,
because the Exami ning Attorney never repeated this requirenent,

it is not an issue in these appeals.
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See In re Societe General e des Eaux M nerales de Vittel
S. A, supra.

The Exam ning Attorney’s requirenment for a nore
definite identification of goods is proper.

Turning to the issue of nere descriptiveness, it is
the Exam ning Attorney’s position that the terns PAC, PAK
and PACK each connote a significant characteristic or
feature of the goods, nanely, that the nedication is sold
in a pack in prepackaged form and that it is imediately
clear to consuners that “applicant has arranged his
i ndi vi dual conponent nedications into a prepackaged unit
which is sold in a pack” (brief, p. 8. Wth regard to the
terns PAC and PAK, the Exam ning Attorney specifically
contends that these are sinply m sspellings or novel
spel lings of the descriptive word PACK; and that these
m sspel lings or novel spellings do not alter how purchasers
woul d perceive the terns in relation to the identified
goods.

I n support of the descriptiveness refusals, the
Exam ni ng Attorney has made of record (in each case) the
follow ng dictionary definitions of *pack”:

(1) noun ... 3. a small package
contai ning a standard nunber of

identical or simlar itenms: a pack
of matches, The Anerican Heritage
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Dictionary (Fourth Edition 2000);
and

(2) noun 1. ... c.(1) a nunber of
i ndi vi dual conponents packaged as
a unit <a pack of cigarettes>.
(2) container, MerriamWbster’s
Col | egi ate Dictionary (Online
2001) .

In addition, the Board takes judicial notice of the

follow ng dictionary definitions from The Random House

Di cti onary Unabri dged (Second Edition 1987):

(1) pac: n. pack;

(2) pak: n. pack; package; and

(3) pack: n. ... 2. a definite
guantity or standard neasure of
sonet hi ng wrapped up or otherw se
assenbl ed for nerchandising ..

The Exam ning Attorney al so submtted photocopies of
excerpted stories retrieved fromthe Nexis database to show
t hat consuners understand the term “pack” (and the
equi val ents “pac” and “pak”) to refer to a type of
medi cati on packagi ng or container. Exanples of these
materials are reproduced bel ow

Headl i ne: The Need To Know Drives
Phar ma Label i ng Market

Package inserts/outserts have becone a
| egal requirenent with the nove toward
di spensi ng patient packs of medication.

“Paper, Film& Foil Converter,” January
2001;
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Headl i ne: Errors Put on Trial;
Meeting' s Focus Is Patient Safety,
Medi cal M st akes
Drugs come in different strengths
even though studi es show prepackaged
bl i ster-pack nedi cati ons reduce errors.
... “The Richnond Tinmes Dispatch,”
April 21, 2001
Headl i ne: Prescribing Update; New
Prescription Drugs
... Monistat 3 Conbination Pack
(Medication)..., “Patient Care,” My
15, 2001; and
Headl i ne: District Muinicipa
Corporati ons Asked to Cenerate Maxi mum
Revenue
It was decided that henceforth al
nmedi cines will be purchased directly
fromthe conpanies concerned. The
packs of nmedicines will carry the nane
of KMC. *“Business Recorder, July 11,
2001.
Applicant urges reversal arguing that the marks (PAC,
PAK and PACK) are suggestive or even arbitrary “inasmuch as
an extrenely w de-range of goods throughout the econony are
‘prepackaged’ and upon hearing or seeing the mark [ PAC or
PAK or PACK], one would not otherwi se be aware as to what
was ‘ packaged,’ |et al one what was packaged was nedi cati on”
(brief, p. 6 -- enphasis in original); that consuners woul d
have to engage in a multi-step reasoni ng process, and they
woul d have to devote a reasonabl e neasure of thought,

conjecture and speculation in order to be able to guess

what goods are of fered under these trademarks; that the
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Exam ning Attorney found no conflicting pending or

regi stered marks, thus supporting an inference that
conpetitors do not use and do not need to use these nmarks
in order to market their goods; and that any doubt is to be
resolved in applicant’s favor. Further, applicant argues
that neither PAC nor PAK is a word in the English | anguage;
and that PAC is often an abbreviation for “political action
committees.”

The test for determning whether a mark is nerely
descriptive is whether the termor phrase inmedi ately
conveys information concerning a significant quality,
characteristic, function, ingredient, attribute or feature
of the product or service in connection with which it is
used or is intended to be used. See In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978);
In re Eden Foods Inc. 24 USPQ2d 1757 (TTAB 1992); and In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). A mark does
not have to describe every quality, characteristic,
function, ingredient, attribute or feature of the goods or
services in order to be found nerely descriptive; it is
sufficient for the purpose if the mark descri bes a single
significant quality, feature, function, etc. thereof.

Further, it is well-established that the determ nation

of mere descriptiveness nust be nade not in the abstract or

10
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on the basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the termor phrase is being used or is intended to be
used on or in connection with those goods or services, and
the inpact that it is likely to make on the average
pur chaser of such goods or services. See In re
Consol i dated Ci gar Co., 35 USPQ2d 1290 (TTAB 1995); and In
re Pennzoil Products Co., 20 USPQ2d 1753 (TTAB 1991).
Consequently, “[w] hether consuners coul d guess what the
product [or service] is fromconsideration of the mark
alone is not the test.” In re American Geetings Corp.,
226 USPQ 365, 366 (TTAB 1985). Rather, the question is
whet her sonmeone who knows what the goods or services are
wi |l understand the term or phrase to convey infornation
about them See In re Hone Buil ders Association of
Geenville, 18 USPQ2d 1313 (TTAB 1990).

We agree with the Exami ning Attorney that the asserted
mar ks, PAC, PAK and PACK, each i medi ately describes a
significant characteristic or feature of the goods on which
applicant intends to use his marks. Each termimedi ately
i nfornms consuners that applicant’s goods, “prepackaged
medi cation,” are sold with the conponent nedi cations
al ready arranged into a prepackaged unit which is sold as a

pack.

11
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The dictionary listings for the words establish their

meani ngs in the English |anguage. Not only are the terns

pac” and “pak” the phonetic equivalent of the word “pack,
but both “pac” and “pak” appear in the dictionary, and both
are defined as “pack.” Consunmers woul d understand these
two terns to be the equival ent of “pack” and its nornally
understood neaning relating to a container or a package

whi ch contains a nunber of simlar units assenbled into one
package. See In re Omha National Corporation, 819 F.2d
1117, 2 USPQ2d 1859 (Fed. Cir. 1987); In re Quik-Print Copy
Shop, Inc., 616 F.2d 523, 205 USPQ 505, footnote 9 (CCPA
1980); In re State Chem cal Manufacturing Co., 225 USPQ 687
(TTAB 1985); and In re H U D. D L.E, 216 USPQ 358 (TTAB
1982) .

Mor eover, the Nexis evidence show that there is a

1] ”

particul ar recogni zed nmeani ng for “pack” (or “pac” or

“pak”) with relation to nedications. Thus, the record

establishes that consunmers will view the ternms “pac,” *“pak”
and “pack” as descriptive of prepackaged nedi cation. The
fact that many types of goods are prepackaged does not
negate the descriptive nmeaning of the ternms in relation to
medi cat i on.

Purchasers and prospective purchasers of applicant’s

pr epackaged nedi cati on, upon consi deration of the terns

12
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pac,” “pak,” or “pack” used in connection therewith, wll
i medi ately know a significant feature of his product,
i.e., that it is nedication sold prepackaged in units.
Such purchasers or prospective purchasers will not need to
engage in even the slightest degree of cogitation or
reasoni ng to understand the significance of these terns
when used in conjunction with the product. See In re
Gyul ay, 820 F.2d 1216, 3 USPQRd 1009 (Fed. Cir. 1987); In
re Omaha National Corporation, supra; In re Intelligent
| nstrunentation Inc., 40 USPQd 1792 (TTAB 1996); and In re
Time Solutions, Inc., 33 USPQ2d 1156 (TTAB 1994).

| nasmuch as the record establishes that each of these
terms, PAC, PAK and PACK, unquestionably projects a nerely
descriptive connotation with regard to prepackaged
medi cati on, we believe that conpetitors have a conpetitive
need to use these ternms. See In re Tekdyne Inc., 33 USPQd
1949, 1953 (TTAB 1994); and 2 J. Thomas McCarthy, MCarthy

on Tradenmarks and Unfair Conpetition, 811:18 (4th ed.

2001) .

Deci sion: The requirenent for a nore definite
identification of goods, and the refusal to regi ster under

Section 2(e)(1) are affirnmed in each application.
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